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- TheMAIUNQ DATE of this communication appears on the cover sheet with the correspondence address - 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

• If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )□ Responsive to cx)mmunication(s) filed on . 

2a)n This action is FINAL. 2b)M This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under £xpa/te Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) S Claim(s) 25-35 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) 1^ Claim(s) 25-35 is/are rejected. 

Claimfs) is/are obiected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)D accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomfi PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1 ) 13 Notice of References Cited (PTO-892) 4) □ Inten/iew Summary {PTO-413) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) 13 Information Disclosure Statement(s) {PTO-1449 or PTO/SB/08) 5) □ Notice of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) D Other; . 
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DETAILED ACTION 
Specification 

Applicant is reminded of the proper content of an abstract of the disclosure. 

A patent abstract is a concise statement of the technical disclosure of the patent 
and should include that which is new in the art to which the invention pertains. If the 
patent is of a basic nature, the entire technical disclosure may be new in the art, and the 
abstract should be directed to the entire disclosure. If the patent is in the nature of an 
improvement in an old apparatus, process, product, or composition, the abstract should 
include the technical disclosure of the improvement. In certain patents, particularly 
those for compounds and compositions, wherein the process for making and/or the use 
thereof are not obvious, the abstract should set forth a process for making and/or use 
thereof. If the new technical disclosure involves modifications or alternatives, the 
abstract should mention by way of example the preferred modification or alternative. 

The abstract should not refer to purported merits or speculative applications of 
the invention and should not compare the invention with the prior art. 

Where applicable, the abstract should include the following: 

(1) if a machine or apparatus, its organization and operation; 

(2) if an article, its method of making; 

(3) if a chemical compound, its identity and use; 

(4) if a mixture, its ingredients; 

(5) if a process, the steps. 

Extensive mechanical and design details of apparatus should not be given. 

The abstract of the disclosure is objected to because it is not directed to the 
claimed invention (i.e. the method) none of the steps is mentioned. Correction is 
required. See MPEP § 608.01(b). 



The title of the invention is not descriptive. A new title Is required that is clearly 
indicative of the invention to which the claims are directed. The title must be directed to 
the method. 
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Information Disclosure Statement 

The (alluded to) information disclosure statement filed 23 November 2003 fails to 
comply with 37 CFR 1 .98(a)(2), which requires a legible copy of each cited foreign 
patent document; each non-patent literature publication or that portion which caused it 
to be listed; and all other infomriation or that portion which caused it to be listed. It has 
been placed in the application file, but the information referred to therein has not been 
considered. 

The (alluded to) information disclosure statement filed 23 November 2003 fails 
to comply with 37 CFR 1.98(a)(1), which requires the following: (1) a list of all patents, 
publications, applications, or other information submitted for consideration by the Office; 
(2) U.S. patents and U.S. patent application publications listed in a section separately 
from citations of other documents; (3) the application number of the application in which 
the information disclosure statement is being submitted on each page of the list; (4) a 
column that provides a blank space next to each document to be considered, for the 
examiner's initials; and (5) a heading that clearly indicates that the list is an information 
. disclosure statement. The information disclosure statement has been placed in the 
application file, but the information referred to therein has not been considered. 

Whereas the transmittal papers indicate there was an IDS filed, it appears that 
none was actually received by the PTO. The closest related papers were papers 
stamped "COPY" apparently from other US applications. It is unclear if such were 
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intended to be an IDS. If so, they fail to comply with 37 CFR 1 .98 for at least the 
reasons indicated above - and/or 37 CFR (d). 



Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman, 1 1 
F.3d 1046. 29 USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 
1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970);and, In re Thorington, 
418 F.2d 528, 163 USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer In compliance with 37 CFR 1 .321(c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims 25-27 and 31-!33 are rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 2 and 5 of U.S. 
Patent No. 6699408. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because they are generic to the patented invention 

Present claim 25 requires forming, crystallizing and annealing which are identical 
to those required by patented claims 2 and 5, except that the patented daim Is limited to 
calcium fluoride. It would have been obvious to call "calcium fluoride" "fluoride" because 



it takes less effort/time. 
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Claim 25 also has a qualifying step: which requires one of two steps: measuring 
a 200-220 nm spectrum or detect diffraction radiation. Patented claim 2 requires the 
first and patented claim 5 requires the second. 



Patented claims 2 and 5 also require analyzing for an oxygen absorption peak 
that claim 25 does not require. However, claim 25 is open to having such analysis 
done. And thus allowing claim 25 would be an improper timewise extension of the "right 
to exclude". It would have been obvious to drop the oxygen analysis, if one did not 
think it was necessary. Such as if one were routinely making the blanks an every one 
was acceptable - there would be little value in testing every one if one had developed a 
production technique that did not cause problems. 

From MPEP 2144.04 



II. ELIMINATION OF A STEP OR AN ELEMENT AND ITS FUNCTION 

A. Omission of an Element and Its Function Is Obvious If the Function of the Element Is 

Not Desired 

Ex parte Wu , 10 USPQ 2031 (Bd. Pat. App. & Inter. 1989) (Claims at issue were 
directed to a method for inhibiting corrosion on metal surfaces using a composition 
consisting of epoxy resin, petroleum sulfonate, and hydrocarbon diluent. The claims were 
rejected over a primary reference which disclosed an anticorrosion composition of epoxy 
resin, hydrocarbon diluent, and polybasic acid salts wherein said salts were taught to be 
beneficial when employed in a freshwater environment, in view of secondary references 
which clearly suggested the addition of petroleum sulfonate to corrosion inhibiting 
compositions. The Board affimned the rejection, holding that it would have been obvious 
to omit the polybasic acid salts of the primary reference where the function attributed to 
such salt is not desired or required, such as in compositions for providing corrosion 
resistance in environments which do not encounter fresh water). See also In re Larson, 
340 F.2d 965, 144 USPQ 347 (CCPA 1965) (Omission of additional framework and 
axle which served to increase the cargo carrying capacity of prior art mobile fluid carrying 
unit would have been obvious if this feature was not desired.); and In re Kuhle, 526 F.2d 
553, 188 USPQ 7 (CCPA 1975) (deleting a prior art switch member and thereby 
eliminating its function was an obvious expedient). 
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The limitations of claims 26-27 are clearly covered by patented claim 2 - 
specifically see claim 1 of the patent. 

Claim 30-32: see patented claim 5. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 25-35 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Examiner could find no support for the newly claimed measuring the absorption 
to provide the qualified lens (as claimed in claim 26); or the exposing/detecting to 
provide the qualified lens (as indicated in claim 31 ) - either explicit or implicit. 
Furthermore, Examiner could find no support for the qualifying based on method of (b) 
as per claim 25. Still further, Examiner could find nothing to support the claim 26 
limitation that the exciting (Iine4) of the member is part of the measuring of the 
absorption spectrum; it appears these are two different tests. This is deemed to be a 
prima facie showing on failure to comply with the requirement. The burden is now on 
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Applicant to show the requirement is complied with, or to amend the claims so that they 
comply. 

Further from the sentence spanning pages 8-9 of the specification, one should 
not use the 193 nm data to qualify the 157 nm transmission data. Thus it would seem 
that Applicant would need an explicit support/suggestion the 200-220/203/205 data 
could be used for qualifying/providing a specific 157 nm level. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 27 and 31-35 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for falling to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 27 refers to measuring - it is unclear if it refers back to the measuring of 
claim 25, the measuring of claim 26, or if it is a new measuring. Claim 30 is indefinite 
for the same reason; and/or because there is no mention of measuring the member - 
only measuring the spectrum. 

Claim 31 : it is unclear if the "detecting radiation diffracted" (lines 3-4) is in 
additional to that of claim 25, or if it merely repeats the same detecting. 



Allowable Subject Matter 
Except for the above matters, the claims define over the prior art. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is (571) 272 
1191 . The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system,, CQrjftara^the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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